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DETAILED ACTION 
Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-10, drawn to a method of making carton blanks, classified in 
class 156, subclass 324. 

II. Claims 1 1-22, drawn to an apparatus for making cartons, classified in 
class 1 56, subclass 349. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another and materially different apparatus or by hand, or (2) the apparatus 
as claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case the apparatus can be used with a different process such as 
extruding a non-foamed adhesive. 

3. Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art in view of their different 
classification, restriction for examination purposes as indicated is proper. 

4. This application contains claims directed to the following patentably distinct 
species: group II contains the species A: applying the adhesive to the carton and joining 
a reinforcing strip to it, B: applying the adhesive to the reinforcing strip and bonding it to 
the carton, and C: applying adhesive to the carton and bonding it to itself . The species 
are independent or distinct because the are disclosed as distinct. 


Application/Control Number: 10/780,777 Page 3 

Art Unit: 1733 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, no apparatus claim is generic. 

Applicant is advised that a reply to this requirement must Include an Identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, Including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which depend from or otherwise require all the limitations 
of an allowable generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. 
MPEP § 809.02(a). 

5. During a telephone conversation with Scott Sudderth on 6/20/06 a provisional 
election was made without traverse to prosecute the invention of group I, claims 1-10. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 1 1-22 are withdrawn from further consideration by the examiner, 37 

CFR 1.142(b), as being drawn to a non-elected invention. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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7. Claims 3 and 9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

It is unclear what materials would meet the claim since "consisting essentially of 
requires anything that does not change "the basic and novel characteristics" of the 
invention and applicant has not defined what would constitute a material change to the 
adhesives claimed.(MPEP 21 1 1 .03) Therefore, for the purposes of examination, this is 
construed as comprising. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differeiices between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Zoeckler et al.(U.S. Publication 2002/0022560A1 ) in view of the admitted prior art, 
Sewell et al.(U.S. Patent 4,375,383), and Adfoam. 

Zoeckler et al. discloses a method of applying reinforcing strips to cartons by 
advancing a length of cartons along a path and laminating it to a strip of reinforcing 
material via application of an adhesive(29) to the strip.(Abstract; Figures 1A and 1B) 
The carton and strip are moved into registration with each other since they strip is 
intended to be applied in the same location for every carton. After application of the 
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strip, the carton material is cut into blanks.(Figure 1 A) The reference does not disclose 
the type of adhesive used. The admitted prior art discloses conventionally the adhesive 
is a cold-set adhesive.(Pg. 1 , II. 20-Pg. 2, II. 5) Sewell et al. discloses that one cold set 
adhesive used in cartons is polyvinyl acetate emulsion.(Col. 2, II. 38-40) Adfoam 
discloses that foaming water-based adhesive like polyvinyl acetate used in laminating 
can improve lay flat and setting times. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to make the adhesive of Zoeckler et 
al. a foamed polyvinyl acetate emulsion since the admitted prior art discloses that cold 
set adhesives are conventionally used for cartons, since Sewell et al. discloses that 
polyvinyl acetate is a cold-set adhesive used for cartons, and since Adfoam shows that 
foaming polyvinyl acetate would result in fasting setting times and improved lay flat. 

Regarding claims 4 and 10, Zoeckler et al. discloses the adhesive can be applied 
in a discontinuous pattern. [0063] 

Regarding claim 5, the strips and carton material are fed into contact and 
pressed against one another to bond them together.(Flgure 1 ; 34) 

Regarding claim 6, the strips and carton material are fed between compression 
rollers(36;[0064]). 

Conclusion 

Any inquiry concerning this communication or eariier communications from the 
examiner should be directed to Barbara J. Musser whose telephone number is (571) 
272-1222. The examiner can nomnally be reached on Monday-Thursday; altemate 
Fridays. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on (571)-272-1226. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Infomiation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomnation for unpublished applications is available through Private PAIR only. 
For more infomnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



BJM 



RICHARD CRISPINO 
SUPERVISORY PATENT EXAMlNffl 
TECHNOLOGY CENTER 1700 


